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DETAILED ACTION 

Claim Rejections - 35 USC §102 

1 . Claim 20 is rejected under 35 U.S.C. 102(b) as being anticipated by Oenbrink et al. (US 
6,538,073). 

2. Oenbrink discloses polyamide graft copolymers that can be extruded or used as hot-melt 
adhesive (col 4 In 36-39). The copolymer contains a polyamine (col 1 In 60-66). Oenbrink's polymer 
contains a non-urethane polyamide (col 2 In 1-3). The resin has an amino group concentration of 100- 
2500 mmol/kg, and more preferably 250-1300 mmol/kg (col 3 In 56-59). 

3. While there is no disclosure that the polymer is used "for directly joining to a thermoplastic 
polyurethane resin" as presently claimed, applicants attention is drawn to MPEP 21 1 1 .02 which states 
that "if the body of a claim fully and intrinsically sets forth all the limitations of the claimed invention, and 
the preamble merely states, for example, the purpose or intended use of the invention, rather than any 
distinct definition of any of the claimed invention's limitations, then the preamble is not considered a 
limitation and is of no significance to claim construction". Further, MPEP 21 1 1 .02 states that statements 
in the preamble reciting the purpose or intended use of the claimed invention must be evaluated to 
determine whether the purpose or intended use results in a structural difference between the claimed 
invention and the prior art. Only if such structural difference exists, does the recitation serve to limit the 
claim. If the prior art structure is capable of performing the intended use, then it meets the claim. 

4. It is the examiner's position that the preamble does not state any distinct definition of any of the 
claimed invention's limitations and further that the purpose or intended use, i.e. the use of directly joining 
to a polyurethane, recited in the present claim does not result in a structural difference between the 
presently claimed invention and the prior art and further that the prior art structure which is a composite 
identical to that set forth in the present claims is capable of performing the recited purpose or intended 
use. 
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Claim Rejections - 35 USC §103 

5. Claims 1-10, 12, 14, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsumoto et al. (US 4,410,595) in view of Oenbrink et al. (US 6,538,073). 

6. Regarding claims 1 and 9 : 

7. Matsumoto discloses a laminate comprising one layer which comprises a thermoplastic 
polyurethane elastomer, and a layer of another material (col 2 In 9-39). The other material can be a 
thermoplastic polyamide (col 8 In 47-56). Matsumoto uses polyether-diols to form the polyurethane, and 
therefore the polyurethane contains polyether segments (col 2 In 54-57). The composites exhibit 
enhanced processability, and good soft and flexible characteristics (col 1 In 10-12). Matsumoto teaches 
the composites can be shaped by molding processes (col 6 In 66-col 7 In 4). 

8. Matsumoto is silent with regard to a polyamide having an amino group containing compound. 

9. Oenbrink discloses polyamide graft copolymers that can be extruded or used as hot-melt 
adhesive (col 4 In 36-39). The copolymer contains a polyamine (col 1 In 60-66). 

10. At the time of the invention, it would have been obvious to one of ordinary skill in the art to use 
Oenbrink's polyamide containing a polyamine to ensure good adhesion to polyurethane elastomer 
substrate taught by Matsumoto. 

11. Regarding claims 2-3, 8, 10 : 

12. Oenbrink's polymer contains a non-urethane polyamide (col 2 In 1-3). The resin has an amino 
group concentration of 100-2500 mmol/kg, and more preferably 250-1300 mmol/kg (col 5 In 34). 

13. Regarding claims 4-6 : 

14. Although the claims limit the identity of the alicyclic polyamide, the claims do not reguire the 
presence of the alicyclic polyamide. 

15. Regarding claim 7 : 

16. Oenbrink teaches the use of alicyclic monomers (col 3 In 48). At the time of the invention, it would 
have been obvious to one of ordinary skill in the art to vary the amount of alicyclic monomers, including 
over the presently claimed very broad range, to control the amount of amino groups present. 

17. Regarding claim 12 : 
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18. Oenbrink uses 0.5-25% by weight of the polyamine (col 1 In 62). 

19. Regarding claim 14 : 

20. Matsumoto uses polyether urethane elastomers (col 2 In 54-63). 

21. Regarding claim 19 : 

22. Matsumoto discloses the composites taught therein can "be shaped or processed into various 
articles by conventional procedures" (col 6 In 66+). While there is no disclosure that the laminate of 
Matsumoto is used in a shoe or roll member as presently claimed, applicants attention is drawn to MPEP 
21 1 1 .02 which states that "if the body of a claim fully and intrinsically sets forth all the limitations of the 
claimed invention, and the preamble merely states, for example, the purpose or intended use of the 
invention, rather than any distinct definition of any of the claimed invention's limitations, then the 
preamble is not considered a limitation and is of no significance to claim construction". Further, MPEP 
21 1 1 .02 states that statements in the preamble reciting the purpose or intended use of the claimed 
invention must be evaluated to determine whether the purpose or intended use results in a structural 
difference between the claimed invention and the prior art. Only if such structural difference exists, does 
the recitation serve to limit the claim. If the prior art structure is capable of performing the intended use, 
then it meets the claim. 

23. It is the examiner's position that the preamble does not state any distinct definition of any of the 
claimed invention's limitations and further that the purpose or intended use, i.e. a composite used in a 
shoe or roll member, recited in the present claims does not result in a structural difference between the 
presently claimed invention and the prior art and further that the prior art structure which is a composite 
identical to that set forth in the present claims is capable of performing the recited purpose or intended 
use. 
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24. Claims 1-14 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Matsumoto 
et al. (US 4,410,595) in view of Goetz et al. (US 5,254,620) and Oenbrink et al. (US 6,538,073). 

25. Regarding claims 1, 9, and 13 : 

26. Matsumoto discloses a laminate comprising one layer which comprises a thermoplastic 
polyurethane elastomer, and a layer of another material (col 2 In 9-39). The other material can be a 
thermoplastic polyester (col 8 In 15-26) or polyamide (col 8 In 47-56). Matsumoto uses polyether-diols to 
form the polyurethane, and therefore the polyurethane contains polyether segments (col 2 In 54-57). The 
composites exhibit enhanced processability, and good soft and flexible characteristics (col 1 In 10-12). 

27. Matsumoto is silent with regard to a polyester mixed with a polyamide oligomer. 

28. Goetz discloses a molding composition comprising a polyester and polyamide prepolymer 
(oligomer) (col 1 In 1-15). The compositions have good flowability and flame resistance (col 9 In 56+). 

29. Matsumoto and Goetz are silent with regard to a polyamide containing polyamine. 

30. Oenbrink discloses polyamide graft copolymers that can be extruded or used as hot-melt 
adhesive (col 4 In 36-39). The copolymer contains a polyamine (col 1 In 60-66). 

31 . At the time of the invention, it would have been obvious to one of ordinary skill in the art to use 
Goetz's teaching of a blend of polyester and polyamide oligomer with Oenbrink's teaching of a polyamine- 
containing polyamide to arrive at a covering for Matsumoto's polyurethane substrate, wherein the 
covering would have improved flowability and adhesion to the substrate. 

32. Regarding claims 2-3, 8, 10 : 

33. Oenbrink's polymer contains a non-urethane polyamide (col 2 In 1-3). The resin has an amino 
group concentration of 100-2500 mmol/kg, and more preferably 250-1300 mmol/kg (col 3 In 56+). 

34. Regarding claims 4-6 : 

35. Although the claims limit the identity of the alicyclic polyamide, the claims do not reguire the 
presence of the alicyclic polyamide. 

36. Regarding claim 7 : 
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37. Oenbrink teaches the use of alicyclic monomers (col 3 In 48). At the time of the invention, it would 
have been obvious to one of ordinary skill in the art to vary the amount of alicyclic monomers, including 
over the presently claimed very broad range, to control the amount of amino groups present. 

38. Regarding claim 11 : 

39. As noted Oenbrink's polymer has an amino group concentration of 250-1300 mmol/kg. Goetz 
teaches the polyamide prepolymers have viscosity numbers of 40-80 ml/g (col 7 In 60+). 

40. Although the references are silent with regard to the molecular weight of the polyamide 
prepolymer, it was well known in the art that molecular weight affects the viscosity of the prepolymer, and 
therefore its usability. At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to vary the molecular weight, including over the presently claimed broad range of weights, to arrive 
at a polyamide prepolymer having desirable flow characteristics. 

41. Regarding claim 12 : 

42. Oenbrink uses 0.5-25% by weight of the polyamine (col 1 In 62). 

43. Regarding claim 14 : 

44. Matsumoto uses polyether urethane elastomers (col 2 In 54-63). 

45. Regarding claim 19 : 

46. Matsumoto discloses the composites taught therein can "be shaped or processed into various 
articles by conventional procedures (col 6 In 66+). While there is no disclosure that the laminate of 
Matsumoto is used in a shoe or roll member as presently claimed, applicants attention is drawn to MPEP 
21 1 1 .02 which states that "if the body of a claim fully and intrinsically sets forth all the limitations of the 
claimed invention, and the preamble merely states, for example, the purpose or intended use of the 
invention, rather than any distinct definition of any of the claimed invention's limitations, then the 
preamble is not considered a limitation and is of no significance to claim construction". Further, MPEP 
21 1 1 .02 states that statements in the preamble reciting the purpose or intended use of the claimed 
invention must be evaluated to determine whether the purpose or intended use results in a structural 
difference between the claimed invention and the prior art. Only if such structural difference exists, does 
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the recitation serve to limit the claim. If the prior art structure is capable of performing the intended use, 
then it meets the claim. 

47. It is the examiner's position that the preamble does not state any distinct definition of any of the 
claimed invention's limitations and further that the purpose or intended use, i.e. a composite used in a 
shoe or roll member, recited in the present claims does not result in a structural difference between the 
presently claimed invention and the prior art and further that the prior art structure which is a composite 
identical to that set forth in the present claims is capable of performing the recited purpose or intended 
use. 



Claim Rejections - 35 USC §112 

48. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

49. Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

50. Claim 1 recites a "non-urethane thermoplastic resin (lb) or (Mb)." The claims as amended no 
longer describe the resin (lib), therefore leaving the scope of the claim unclear. The examiner suggests 
Applicant removes any mention of (Mb) from the claims. 

51 . Claim 7 recites thermoplastic resin (lb) comprises a polyamide resin having a ratio of alicyclic 
monomers to other monomers. It is unclear whether this polymer refers to the "polyamide component 
having an alicyclic ring" of claim 1 , or whether this limitation also applies for the "amino group-containing 
compound" in claim 1. 

52. Claim 20 recites "the polyamide component having an alicyclic ring comprises an alicyclic 

polyamide component and a non-alicyclic polyamide component.". It is not clear how a polyamide 

having an alicyclic ring comprises a non-alicyclic polyamide. 
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Response to Arguments 

53. Applicant's arguments with respect to claims have been considered but are moot in view of the 
new ground(s) of rejection. 

Conclusion 

54. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date of 
this final action and the advisory action is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire on the date the advisory action is mailed, 
and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than SIX MONTHS 
from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to John Freeman whose telephone number is (571)270-3469. The examiner can normally be 
reached on Monday-Friday 7:30-5:00PM EST (First Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Callie Shosho can be reached on (571)272-1 123. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

John Freeman 
Examiner 
Art Unit 1794 

/John Freeman/ 
Examiner, Art Unit 1794 

/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 



